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STATEMENT OF THE CASE. 

General’s statement of tlie case in its brief is mislead- 
ing in that it relates merely half the story. Accordingly, 
Jefferson is compelled to enlarge on the statement of the 
case. 

The Heiss Patent 

The Heiss Patent involves processes for making various 
polyurethane products, such as adhesives, sealants, pro- 
tective coatings and foams. (PX-1, 501a) The Heiss patent 
in suit is admittedly infringed by General. (DX-AK, 1057a) 

More specifically, the patent covers a process for* malting 
foams by reacting a condensate of propylene oxide and a 
polyol such as pentaerythritol having tliree or more 
hydroxyl groups (triol or tetrol) with an excess of polyi- 
socyanate." (PX-1, 5Q6a) The Patent has both product and 
process claims. 

The Heiss polyurethanes are not water sensitive and, as 
such, are very useful. (PX-1, 501a-502a, CoL 1, lines 17- 
21) The Heiss Patent specification states : 

V “The products of this invention are suitable for 

casting or pouring into intricate forms or crevices 
and are adapted for use in numerous applications, 
for example, as adliesives, protective coatings, 
components of insulating coatings, impregnants for 
fibrous materials to impart Avater resistance, flame 
resistance and improved hand thereto; as insulating 
and dielectric elements in transformers, capacitors, 

^ Sopietimes the term “diisocyanate” will appear here and in the 
record. A diisocyanate is the type of polyisocyanate most often 
used in the industry'. 
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electrical terminals or bushings, cables or other elec- 
tiie devices; and as foained-in-place resins.” (PX-1, 
501a; Col. 1, lines 13-21) 

Today in the United States one-half billion dollars in 
sales and one billion pounds of Heiss foams, both rigid 
and flexibfe, are produced annually with flexible foams 
constituting over half the market." (25a) 

Background of the Urethane Industry 

Heiss was not the first to work with polyurethanes. Just 
prior to and during World War II, Professor Otto Bayer 
and his associates initiated Avork on a class of polyurethanes 
Avhich are jaoav knoAvn as polyester urethanes to be distin- 
guished from subsequently developed polyei/ter urethanes. 
(441a-443a) Professor Bayer Avas able to malie foams 
and adliesives from his materials, hoAvever, the polyester 
urethanes Avere subject to destruction by hydrolysis. (250a, 
364a, 372a, 443a) Moreover, large quantities of diisocyan- 
ates Avere required to cross link the polyesters to produce 
the polyurethane materials. The diisocyanates were very 
costly so that the finished product Avas too costly for ex- 
tensive commercial exploitation. (250a-251a) 


- General owns an earlier patent (DX-A, 840a) issued to Dr. 
Cliarles C. Price (hereinafter the Price Patent) which contains sub- 
ject matter essentially the same as the Heiss patent except that the 
Heiss claims are broader. The Price patent claims require a par- 
ticular molecular weight limitation for the propylene oxide con- 
densates, while the Heiss patent claims do not. (42a) The Heiss 
and Price patents were involved in an interference in the Patent 
Office on the issue of priority of inventorship (see PX-2, 629a; 
DX-1, 906a; DX-J, 9l9a; DX-K, 926a; DX-L, 931a; DX-M, 
923a; and PX-27, 799a). 


I 
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Professor Bayer and Ms associates (Windemuth. and 
Schnell) tlien turned their attention to the development 
of polyei/ier urethanes and received U. S. Patent No. 
2,948,691 (PX-5, 696a) for tlieir efforts. TMs development 
■was an advance over the prior i)olyesier urethanes because 
the Bayer jpoljether urethanes, although they were sensi- 
tive to water, and swelled or dissolved in water, were not 
destroyed by water as were the polyester urethanes. (261a, 
372a-377a) Additionally, less of the diisocyanate was need- 
ed in making the polyeiZier urethanes so they were less ex- 
pensive to produce. (250a) 

The Bayer organization had done some work in Ger- 
many with ethylene oxide condensates of polyols and had 
cross linked them with diisocyanates to produce a poly- 
ether urethane product. Heiss also Avorked on these ma- 
terials but Heiss went further. Heiss had another 
material, which Avas not available at the time, special- 
ly prepared for him. TMs material Avas a propy- 
lene oxide condensate of a triol or tetrol. (DX-AH, 
1041a-1044a; 261a; 284a-289a) He reacted the condensate 
Avith an excess of diisoeyanate to produce products wMch 
were Avater resistant. (261a; 308a-309a) 

Heiss conceived this polyei/ier propylene oxide urethane 
on November 14, 1951 (DX-AA, 955a; 274a; 284a) and re- 
duced tMs invention to practice in September of 1952. 
(DX-A(T, 979a; 293a-296a) TMs is the invention claimed 
in the pleiss patent. 

The Heiss Patent Prosecution History 

o In order to better understand the arguments presented 
for both sides, it is important to revieAv Avhat occurred in 
the Patent Office during the period in Avhich the Heiss 
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patent application was pending. Because of the interfer- 
ence with General’s Price patent, this period can be con- 
veniently divided into three prosecution phases: 

(1) Prom the time of filing the Heiss patent applica- 
tion to the declaration of interference between the Heiss 
application and the Price patent — ^August 7, 1953 to July 
21, 1959; 

(2) The interference proceedings between the Heiss 
application and the Price patent — July 21, 1959 to March 
23, 1962; and 

(3) Prom the time that the interference was decided 
to the issuance of the Heiss patent — March 23, 1962 to 
September 3, 1963. 

Before the Interference 

The patent application resulting in the Heiss patent 
was originally filed on August 7, 1953 as a joint applica- 
tion of Herbert L. Heiss and Dr. James H. Saunders. 
(507a-535a) The original application disclosed at least 
four distinct inventions.® 

One of the claimed inventions in the original applica-H 
tion involved the reaction of two components: (1) a 
polyol; mth (2) an excess of diisocyanate. This invention 
was intitially claimed more broadly than the claims issu- 
ing in the Heiss patent in suit because a polyol by defini- 
tion embraces more than a propylene oxide condensate. 

Another of the claimed inventions in the original ap- 
plication involved the reaction of these two broadly 
defined components in the presence of a liquid plasticizer 


®As a result, the original application subsequently was split up 
into several separate applications and several patents issued. (304a; 
308a) 
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foi' the purpose of solidifying the plasticizer.-* The reason 
for doing tliis was that the plasticizer had dielectric 
properties which would he more useful in a solid composi- 
tion than in a liquid.® (295a) 

Initially the Patent Office rejected all of the claims of 
the original application. (536a) By amendment, in the 
period covering 1954 up to and including February 17, 
^958 (PX-2, 538a-590a), Heiss, through his attoimey, can- 
celled the broad two component claims, and added nar- 
rower hvo component claims calling for a polyurethane 
made in part from a polyalkylene oxide condensate of a 
triol or tetrol. As of January 27, 1958, the Heiss applica^ 
tion had -Ib.ese t^vo component claims wliich covered the 
instant Heiss patent claims in issue. (PX-2, '569a-588a; 
344a-345a) 

On December 30, 1958, the Price patent issued on an 
application filed September 23, 1953. (DX-A, 839a) The 
Price patent contamed narrower two component claims, 
specifically calling for the reaction between; (1) a propy- 
lene oxide condensate having a particular molecular 
weight; with (2) diisocyanate. 

After the issuance of the Price patent, Heiss’ attorney 
examined the claims and believed that the invention dis- 
closed in the Heiss application was substantially identical 
to the invention claimed in the Price patent. Accordingly, 
Heiss ’s attorney sought to provoke a Patent Office inter- 
ference with the Price patent in order to determine as 
between Heiss and Price who invented the common subject 
matter first. (PX-2, 600a-626a; 346a) 

‘‘It is admitted that the plasticizer is an inert solvent. (7la; 
123a-124a: 134a; 189a-194a; 237a-238a; 29Sa-296a; 382a-383a) 

®This invention is referred to in General’s brief as the “three 
component system’’. 
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An amendiUGnt was submitted adding two component 
claims to the Heiss patent application. These claims 
were substantially the same as some of the claims 
of the Price patent and specified the condensate of 
propylene oxide. In an Office A-tion dated March 5, 1959, 
the Examiner suggested a better form for the propylene 
oxide two component claims so that an interference could 
be provoked. (PX-2, 616a) This suggestion was incorpo- 
rated in an amendment dated March 21, 1959.® (PX-2, 
621a) 

The Heiss v. Price Interference 

The Examiner declared an interference between the 
Heiss application and the Price patent in a letter dated 
July 21, 1959. (629a) Meanwhile, because Saunders did 
not contribute to the invention remaining in the ap- 
plieatio:i (and the Heiss Patent), his name was removed 
pursuant to the Patent Office Rules. (649a) 

On March 31, 1960, Price filed a motion to dissolve ’’ 
based on two grounds: (1) the specification of the Heiss 
patent application did not support the molecuar weight 
limitations in the counts (claims in issue in the interfer- 
ence) ; and (2) the Heiss invention required the use of a 
plasticizer and, therefore, all of tlie Heiss claims should 
recite a plasticizer. General argued in its motion that if 
the Heiss claims were so written to require a plasticizer, 
the interference would have to be dissolved. (DX-I, 906a) 

® If an applicant desires to provoke an interference with an is- 
sued patent he must copy tlie patent claims substantially verbatim. 
See, Rule 205(a) set forth in Point V of the Argument, injra. 

The real issue in an interference is which party invented the 
common subject matter first. However, in some cases, it must first 
be decided whether the applicant who copied the patented claim had 
the technical right to do so. Procedurally, this threshold question 
is raised in a motion to dissolve which is somewhat analogous to 
a motion under Fed. R. Civ. P. 12. 


8 


On A.ugust 15, 1960, Price’s motion to dissolve Avas denied 
on botli grounds. (DX-J, 919a) 

On August 22, 1960, Price jpetitioned for reconsidera- 
tion of liis motion to dissolve. (DX-K, 926a) However, 
tlie petition raised only the molecular weight issue. The 
plasticizer issue was never raised again during the pro- 
ceedings. On October 3, 1960, Price’s petition to recon- 
sider Avas denied. In the denial, the Windemuth patent 
Avhieh had issued August 9, 1960, Avas cited for the first 
time. The Examiner stated; 

“The Examiner has taken cognizance of U. S. Patent 
No. 2,948,691, issued to AVindemuth et al. (filed on 
May 6, 1952) Avhich sIioavs condensates of ethylene 
oxide and trimethylolp;"opane or pentaerytliritol re- 
acted Avith an organic ijoljdsocyanate.” (DX-L, 933a) 

The interference Avas hotly contested. At the final hear- 
ing Price argued that the interference should be dissolved 
because Heiss could not make the molecular Aveight limita- 
tions, (DX-M, 934a) The Board of Patent Interference 
Examiners agreed and dissolved the interference on 
March 23, 1962. (PX-27, 802a-815a; 349a) Therefore, the 
invention dates of the tAvo parties Avere never considered. 
(350a) 

After the Interference 

On dissolution of the interference, the Heiss applica- 
tion Avas remanded for further prosecution on the merits. 
On August 13, 1962, the Examiner in an Office Action 
formally cited the Windemuth patent. (PX-2, 658a) In 
that action, the Examiner alloAved the propylene oxide 
two component claims and rejected all of the other claims 
in vieAV of the Windemuth patent. (660a) ‘ other 

amendments, the Heiss application issued on ‘5i pteinber 
3, 1963 (PX-1, 501a) 
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The Prior Art References Relied Upon By General 
On Appeal 

General is reljdng on the folloAving prior art references 
in order to show that the Ileiss Patent claims are invalid : 

A Bayer Articde, i.e., “Industrial Application of the 
Diisocyanates,” Angewandte Cliemie, Vol. 59: 257-272 
(Sept. 1917) (Excerpts, pages 1-31, 41). (PX-7A and B, 
707a) ; 

U. S. Patent No. 2,948,691, (The Windemnth Patent) 
issuing August 9, 1960 (PX-5, 696a ) ; 

XJ. S. Patent No. 2,527,970 (The Sokol Patent) issuing 
October 31, 1950 (PX-6, 702a) ; and 

U. S. Patent No. 2,726,219 (The Hill Patent) issuing 
December 6, 1955 (PX-8, 740a). 

In addition, General relies on the alleged prior work 
of Dr. Charles C. Price, which ultimately led to the issu- 
ance of the Price patent on December 30, 1958 (DX-A, 
839a). The Price patent itself is not urged as prior art. 

During discovery G-eneral stated that the Windemuth 
patent and the Price work were the best prior art. (DX- 
AK, 1059a) 

AU of the above prior art references with tlie 
exception of the Bayer article were before the Patent 
Office during prosecution of the Heiss patent application. 
The Windex-Jith patent Avas directly cited by the Exam- 
iner Avhereas the Hill and Sokol j)atents Avere considered 
by the Examiner Avhen Avorking on the Price patent ap- 
plication and the interference.® (DX-1, 843a; DX-M, p. 6) 
Of course, the Price Avork Avas before the Patent Office 
because of the interference. 

‘’The same Paten,; Office Examiner who handled most of the 
prosecution of the H,:iss application also decided the motions in the 
Price-Heiss interference. 
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ARaUMENT 


POINT I 

THE STANDARD OF APPELLATE REVIEW 

General presents no serious argument here which was 
not made, considered, and rejected below. For the most 
part, General does not even discuss, much less distinguish, 
the cases relied upon below. It has paid no attention to 
Fed. E,. Civ. P. 52(a) , which requires that findings shall 
not be set aside unless clearly erroneous. General pro- 
ceeds here as if this were a nisi prius court. 

The standard of appellate review is clear. Judge 
Learned Hand in United States v. Aluminum Go. of Amer- 
ica, 148 F.2d 416, 433 (2d Cir. 1945) discussed what is re- 
quired in order to reverse a trial judge’s findings of fact 
in a complex case wherein much of the record comprises 
testimony as in this case. 

“Mdiat the plaintiff is reallj'- asking is that we shall 
in effect reconsider the whole evidence de novo, as 
though it had come before us in the first instance. The 
impossibility of that at once appears, if we consider 
what it would have involved, had the appeal taken its 
usual course and been heard by the nine justices of 
the Supreme Court. However, whatever may be said 
in favor of reversing a trial judge’s findings when 
he has not seen the witnesses, wdien he has, and in 
so far as his findings dej)end upon Avhether they spoke 
the truth, the accepted rule is that they ‘must be 
treated as unassailable.’ Davis v. Schwartz, 155 U.S. 
631, 636, 15 S.Ct. 237, 39 L.Ed. 289; Adamson v. Gil- 
liland, 242 U.S. 350, 353, 37 S.Ct. 169, 61 L.Ed. 356; 
Alabama Power Co. v. Ickes, 302 U.S. 464, 477, 58 
S.Ct. 300, 82 L.Ed. 374. The reason for this is obvious 
and has been repeated over and over again; in such 
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cases the appeal must be decided upon an incomplete 
record, for tlie printed Avord is only a part, and often 
by no meajis the most important part, of the sense 
impressions which Ave use to make up our minds. 
Morris Plan Industrial Bank v. Henderson, 2 Cir. 131 
F.2d 975, 977. Since an appellate court must haAm 
some affirmative reason to reverse anything done 
beloAA’^, to reverse a finding it must appear from what 
the record does preserve that the Avitnesses could not 
have been speaking the truth, no matter hoAV trans- 
parently reliable and honest they could have ap- 
peared. Even upon an issue on avMcIi there is 
conflicting direct testimony, appellate courts ought to 
be chary before going so far; and upon an issue like 
the Avitness’s OAvn intent, as to Avhich he alone can 
testify, the finding is indeed ‘unassailable,’ except in 
the most exceptional cases.” 

This standard is equally applicable regarding findings of 
fact concerning the validity of a patent. See e.g. Burgess 
Cellulose Co. v. Wood Flong Corp., 431 P.2d 505, 508 (2d 
Cir. 1970) ; O’Leary v. Liggett Drug Co., 150 P.2d 656, 666 
(6th Cir.), cert, denied 326 U.S. 773 (1945). 

General has made no serious effort to shoAV that the 
findings are clearly erroneous. It does not mention evi- 
dence contrary to its positions. Such conduct is not fair 
to this Court nor to the District Court. As Avas stated in 
Cataphote Corp. v. DeSoto Chemical Coatings, Inc., 356 
F.2d 24, 26 (9th Cir.), cert, denied 385 U.S. 832 (1966) : 

“Thus, it does not aid aispellant’s position on re- 
view to merely extract that evidence presented Avhich 
supports its position; rather it must additionally 
demonstrate that no substantial eAudence Avas pre- 
sented Avhicli supports the district court findings in 
favor of appellee.” 

It has become popular for losing jjarties to seek a trial 
de novo on appeal. This, in our opinion, is a tactic Avhich 
should be condemned. The appropriate place to raise 
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tliese matters is before the judge who made the findings. 
Yet General made no post trial motion to amend or add 
to the findings. General is fully entitled to attack any 
findings it considers clearly erroneous, but it cannot prop- 
erly attack the findings indirectly by imsupported innu- 
endos that the district judge did not fully consider all 
submissions below. This is especially true where, as here, 
the District Court did not adopt either parties’ findings 
or conclusions, but wrote his own lengthy, well reasoned 
opinion. 

If ever there is a case where the statutory presmnp- 
tion of validity is entitled to great weight, it is this 
one. Many of the issues raised here and in the District 
Court have been decided against General in the Patent 
Office. The District Court found: 

“I have deliberately set forth the file wrapper his- 
tory of the prosecution of the Heiss patent and of 
the Price-Heiss interference at some length. Varying 
degrees of weight are attached by the courts to the 
action of the Patent Office. In this proceeding, I must 
determine de novo, independent of the Patent Office 
action, the validity of the patent in question, but 
where, as here, some of the same contentions are 
being made and issues raised which were raised and 
decided in proceedings in the Patent Office, Judge 
Mansfield’s admonition in The Ansid Company v. 
Uniroyal, Inc., 301 P.Supp. 273, 280 (S.D.N.Y. 1969) 
modified on other grounds, 448 P.2d 872 (2d Cir. 
1971) Cert, denied, 404 U.S. 1018 (1972) that ‘it is 
unrealistic to attach 'any great weight to the allow- 
ance of a patent by an overworked staff [in the Pat- 
ent Office]’ seems wholly inapposite.” [original em- 
phasis] (22a, n.ll) 

See e.g., Georgia-Pacific Gorp. v. United States Plyivood 
Gorp., 258 P.2d 124 (2d Cir.), cert, denied, 358 U.S. 884 
(1958) j Lyon v. Bausch S Lomh Optical Go., -119 P.Supp. 
42 (W^D.N.Y. 1953), mod. 224 F.2d 530 (2d Cir.), cert, 
denied 350 U.S. ,911 (1955). 
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Further it should be noted that the claims of the Heiss 
and Price patents cover the same commercial jDroducts. 
General has enjoyed a great deal of success in licensing its 
Price patent to the billion dollar industry. (198a) When 
it was General’s patent, it was a great and valuable inven- 
tion. But now General considers the Heiss patent covering 
the same commercial products to be invalid. 

POINT II 

PRICE CANNOT BE THE FIRST INVENTOR 

In order to render the Heiss patent invalid because of 
Dr. Price’s work, General had the burden of ijroving that 
Dr. Price conceived and reduced the Heiss invention to 
practice prior to Heiss. The District Court found that 
General failed in its burden of proving earlier invention. 
(302a) In so doing, the District Court applied the fol- 
lo'wing standard for determining priority: 

‘ ‘ The inventor Avho is first to conceive and reduce his 
invention to practice is ordinarily awarded priority. 
Boyce v. Anderson, 451 F. 2d 818 (9th Cir. 1971). 
Conception is the complete mental performance and 
all that remains necessary is constimction. Priority 
over the application date of another is established, 
when the experiment which predates tlie application 
is made sufficiently plain for those skilled in the art 
to understand it and reproduce it. The notebook in 
these respects constitutes a contemporaneous record 
of the inventor’s thoughts and actions. See Toivnsend 
V. Smith, 36 F.2d 292, 295 (C.C.P.A. 1929); Summers 
V. Vogel, 332 P.2d 810, 814 (C.C.P.A. 1964) ; Kardulas 
V. Florida Machine Products Go., 438 P.2d 1118 (5th 
Cir. 1971) ; Longer v. Kaufman, 465 P.2d 915 (C.C. 
P.A. 1972). However, unless a party can establish 
to a certainty as absolute as in a criminal case that 
his data [sic] of conception and reduction to practice 
preceded the date of the patent application, the applica- 
tion date controls. Karr v. Botlcins Grain S Feed Go., 
329 F.Supp. 411, 413 (S.D. Ohio 1970).” (29a) 
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General does not challenge the applicable law bnt instead 
attacks the District Court’s findings regarding the suffi- 
ciency of the evidence. 

General presents no showing of why there was sufficient 
evidence to prove Price’s dates. All that ajjpears in its 
brief is a rehash of the evidence that the District Court 
considered and found to be lacking. (302a) This evidence 
does not meet the required standard of proof. See Ritter 
V. Rohm S Haas Go., 271 F.Supp. 313 (S.D.N.Y. 1967). 
The District Court had more than enough e^ddence to 
support its findings. 

A. THERE IS NO COMPETENT DOCUMENTARY 
PROOF OF PRICE’S WORK 

After considering the documentary evidence presented 
at trial by General in an attempt to establish early inven- 
tion dates for Dr. Price, the Court found and concluded: 

“Dr. Price testified here, as in the interference, 
that he had the conception of making polyether pro- 
pylene based urethanes in January 1949, and that he 
secured from General a grant to permit Dr. Herbst, 
a graduate student under him at Notre Dame, to 
work on the project and that in April, 1949, Dr. 
Herbst succeeded in producing the finished product. 
Produced at trial were reports of Dr. Herbst in 
memorandum form from liim to Dr. Price which in 
turn were passed on to General. These records are 
disjointed and incomplete and do not make explicit 
that the process here in question was successfully 
concluded. Other than the unsatisfactory memoran- 
da, initially prepared by Dr. Herbst for Dr. Price and 
transmitted by Ifim to General, there is nothing to 
show reduction to practice prior to September 23, 
1953, by Dr. Price. Dr. Herbst testified that more 
thorough records were in a notebook he kept which 
apparently was destroyed by fire.” (29a-30a) 
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For conception General relies on a letter dated April 
7, 1949, from Dr. Price to G. H. Swart referring simply 
to “propylene oxide rubber”. (PX-16, 708a) One sldlled in 
the art could not guess the Heiss invention from a reading 
of the Price-Swart letter. There is no hint of a condensate 
of propylene oxide with triols or tetrols and notliing is said 
about reacting the condensate with an excess of diisocyan- 
ate. Thhs, this fails as evidence of conception. Bitter v. 
Rohm S Haas, Go., 271 P.Supp. 313 (S.D.N.Y. 1967) ; Toivn- 
send V. Smith, 36 F.2d 292, 295 (C.C.P.A. 1929) ; Summers 
V. Vogel, 332 F.2d 810, 814 (C.C.P.A. 1964). 

General also relies on two progress reports in an at- 
tempt to corroborate a reduction to practice of the Heiss 
invention. (PX-18, 782a; PX-19, 783a) However, there is 
more than sufficient evidence in the record proving that 
one skilled in the art could not reproduce the alleged ex- 
periments contained in these reports. (DX-D, 855a-870a, 
873a-874a, 884a-885a, 894a-295a, 897a-898a; DX-E, 905a; 
199a-200a; 225a-230a, 350a, 352a-353a, 397a-399a, 449a- 
451a) 

The insufficiency of Herbst’s reports is further sup- 
ported by Mr. T. A. TeGrotenhuis, who was Price’s pat- 
ent counsel. The District Court found: 

“In the Price-Heiss interference the attorney for 
Dr. Price indicated to him that he did not believe he 
would prevail on the issue of prior reduction to prac- 
tice on the basis of proof of experiments at Notre 
Dame. I agree with this conclusion.” (30a, n.l6) 
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B. THE ORAi;. TESTIMONY IN SUPPORT OF PRICE 
WAS INSUFFICIENT 

The testimony of Jefferson’s expert, Dr. Colbm-n, ex- 
posed wtli mathematical certainty that Price conld not 
have reduced the invention to practice in April of 1949 in 
that Price ’s assistant Herbst, who did the work, did not use 
an excess of diisocyanate wliich is required by the Heiss in- 
vention. (214a-215a, 226a, 398a-402a) General did not even 
try to refute the precise mathematical calculations of Dr. 
Colburn. 

Moreover, Dr. Colburn testified that if Herbst obtained 
a solidified product, he could not have been using a propy- 
lene oxide condensate of a triol or tetrol as required by 
the Heiss invention. (392a-398a) Again, an explanation 
to the contrary has never been offered by General. 

General relies on cessation of heat evolution as show- 
ing that Herbst ’s reaction had been completed (446a-448a) 
and infers from this that the required reaction took place. 
However, Dr. Colburn testified at trial that the cessation 
of heat evolution does not show that Herbst reacted the 
materials required by the Heiss invention. (4'49a-451a) 

Judge Carter’s findings are not clearly erroneous. Price 
is eliminated as prior inventor. 

POINT III 

THE DISTRICT COURT DID NOT ERR IN CONCLUD- 
ING THAT THE HEISS PATENT WAS NOT ANTICI- 
PATED BY THE WINDEMUTH PATENT UNDER 35 
U.S.C. §102. 

The Windemuth patent is directed to the production of 
sweliable or soluble polyei/iej- urethanes by reacting: (1) 
an ethylene oxide condensate; with (2) an excess of diiso- 
cyanate. (201a-202a, 355a, 378a) No mention is made 
of propylene oxide condensates or tiieir properties. (139a, 
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201a-202a, 379a-380a, 389a-390a) Tlie Windemuth specifica- 
tion uses the term “polyaZ%Ze?ie oxide condensate” but the 
materials described and tlieir properties are those of a 
polyurethane made using a polyeZ/i^/Zewe oxide condensate 
only. (PX-2, 660a, 665a, 668a; PX-5, 697a, Col. 3, lines 10- 
11, 16, 28-29; DX-0, 846a; DX-L, 933a; 375a-377a) 

General reasons that because alkylene oxide by defini- 
tion includes both propylene oxide (as claimed in Heiss) 
and ethylene oxide (as disclosed in Windemuth), Winde- 
muth and Heiss are one and the same. Therefore, Gen- 
eral argues, Windemuth anticipates Heiss under 35 U.S.C. 
§ 102(e).** This is not so. 

A. THE DIFFERENCE BETWEEN ETHYLENE OX- 
IDE AND PROPYLENE PER SE IS NOT CON- 
TROLLING. 

In this litigation, the distinction between Heiss and 
Windemuth deals vdth polyurethanes made in part from 
trial or tetrol condensates of ethylene oxide and propy- 

** The District Court made all of the findings necessary for Heiss 
to antedate the Windemuth patent in order to remove it as prior 
art. (30a) General erroneously asserts that Heiss is entitled to 
claim only his date of reduction to practice (September 19, 1952) 
for purposes of antedating the Windemuth patent which has an 
effective date of May 6, 1952. However, tlie law is clear that Heiss 
can rely on his conception date (November 14, 1951) to avoid the 
Windemuth patent. 

Heiss could not antedate the Windemuth patent in the Patent 
Office as to the claims here in issue because it was not necessary 
in view of the Examiner’s opinion that the Windemuth patent did 
not render the Heiss patent claims unpatentable. The District Court 
did not have to decide this issue in view of its like holding that the 
Heiss patent claims are valid over the Windemuth patent. (23a, 
n. 12; 24a-2/a) But, if Windemuth could be considered an invali- 
dating reference, it cannot be used bec iuse Heiss was first. 
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lene oxide, not ethylene oxide or propylene oxide per se 
as General’s argnnrents would have this Court believe. 
The condensates, not merely ethylene oxide or propylene 
oxide, are reacted wtih the diisocyanate to obtain ure- 
thane products. (388a) The District Court recognized tliis 
in its findings : 

“Instead of an ethylene oxide condensate with [at 
least] two hydroxyl groups, Heiss’ invention calls 
for a propylene oxide condensate with three or four 
hydroxyl groups.” [Emphasis added.] (24a) 

B. THE EXPRESSION “ALKYLENE OXIDE” IN 
WINDEMUTH IS NOT NECESSARILY IPSO FAC- 
TO A DISCLOSURE OF PROPYLENE OXIDE. 

General in its brief states : 

“The evidence here compels the conclusion that 
propylene oxide is explicitly taught in Windemutli by 
the teacliing of the use of alkylene oxide as if propy- 
lene oxide Avere specifically named.” (p. 17) 

General and its expert, Dl’. Mark, at trial, have chosen 
to ignore significant portions of the Windemutli patent. 
What they did instead was to pick and choose parts of 
the Windemutli patent and lump them together in a man- 
ner not used by Windemutli in an attempt to show ob- 
viousness. In this same manner counsel for General cross 
examined Dr. Colburn on the Windemutli patent (424a, 
427a, 428a). However, the line of questioning ended with 
the following: 

“Q. That gives him tlie idea, does it not? 

A. No, it doesn’t give him the idea. It just tells 
him that it is knoivn that alkylene oxides in general 
take part in a certain chemical reaction. They have 
the same chemical property and if one of them reasitS;, 
the others, -will, but it doesn’t give him the idesi to 
use any particular one.” (428a-429a) 
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On direct when Dr. Colburn was permitted to testify 
as to the entire disclosure of Windemuth (375a-378a) he 
stated that: 

“Everything in this patent shows that he is deal- 
ing (780) with iH’oducts which are affected by water 
so it appears that he never even had the propylene 
oxide product in hand. AU his comments show ethy- 
lene oxide. The properties of these products that he 
is talking about in general, which may be he referred 
to in general as alkylene oxide products, really are 
the properties of the ethylene oxide products. 

The polypropylene product itself is not disclosed.” 
(377a) 

It is clear that Judge Carter chose to believe Jefferson’s 
expert, Dr. Colburn, rather than General’s expert, Dr. 
Mark when he found: 

“That Windemuth had in mind only ethylene and 
did not know or recognize the special qualities of pro- 
pylene oxide is made clear by the fact, however, that 
throughout the patent disclosure reference is made 
to the finished product as ‘dissolving in cold water’; 
‘generally insoluble in water’; ‘swell[ing] on contact 
with water’; ‘distinguished by a remarkable swelling 
behavior.’ (24a) 

Thus, the only remaining bit of information upon which 
General can rely is testimony that according to chemical 
definition “alkidenP oxide” (a genus )^“ includes both 
ethylene oxide (a specie) and propylene oxide (a specie). 
This cannot be disputed. However, a definition is not the 
same as a disclosure. The question is whether or not one 

There are other “alkylene oxides” than ethylene and propylene 
^oxide. (139a, 356a) 
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sldlled in the art wonid be told by reading Windemuth that 
propylene oxide was embraced -within its teaching. 

As was stated by the Court in In re Luvisi, 342 F.2d 102, 
107 (C.C.P.A. 1965) : 

“Bnt an expression which includes niunerous species 
does not necessarily, ipso facto ‘disclose’ each and 
every one of those species. As so aptly stated by ap- 
pellants, ‘It is possible for a loatent to include a wide 
variety of subject matter but at the same time not to 
disclose a particidar subject matter’ [Eirphasis ours] 

. . . Our approach to this question is to ask whether or 
not it can fairly and reasonably be said that one of 
ordinary skill in this art through a reading of the 
entire reference has constructive possession of the 
thing itself, as opposed to possession of mere lan- 
guage which embraces the name of that thing.” [Orig- 
inal emphasis]. 

Judge Carter correctly found that the Windemutli patent 
did not disclose a propylene oxide condensate. Therefore, 
there can be no anticipation under 35 U.S.C. §102(e).” 

POINT IV 

THE HEISS INVENTION IS NOT OBVIOUS 
FROM THE PRIOR ART 

General contends that the hleiss patent is invalid under 
35 U.S.C. §103 as being obvious in view of Windemuth 
taken by itself or in combination with Sokol or in view of 
the combination of the Bayer article and the Hill patent. 
After determining the scope and content of the prior art, 
ascertaining the differences between the piior art and the 
Heiss invention, and establishing the level of ordinary 
sldll in the art as prescribed in Graham v. John Deere Co., 

“To meet this, General in effect has combined Windemuth and 
Sokol. A combination of references cannot be used for anticipation 
under §102. 
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383 U.S. 1 (1966), the District Court held that the Heiss 
patent was not obvious in -shew of tliis exact prior art. 
(20a) In addition to the prior art, the District Court also 
considered the properties of the material made according 
to the Heiss invention and the commercial success enjoyed 
by tlie Heiss invention. (15a, 25a-28a) 

A. USING PROPYLENE OXIDE IS NOT OBVIOUS 
FROM WINDEMUTH’S DISCLOSURE OF “ALKY- 
LENE OXIDE”, 

The polyurethanes made by using the ethylene oxide 
condensates of Windemuth do not render the propylene 
oxide condensate polyurethane'^ of the Heiss patent struc- 
turally obvious. As Avas pointed out earlier, the conden- 
sates are quite different from one another. (387a-388a) 
In fact the structures of tlie two condensates are very dis- 
similar. 

The Heiss propylene oxide poljnirethane, taljen as 
a Avliole, and including its properties, Avould not have 
been obvious to a person of ordinary sldil in the art 
at the time the invention Avas made (1951) even if he knev 
about the teaching of the Windemuth patent. The Dis- 
trict Court found ; 

“As lias been indicated above, prior art had ad- 
vanced from development of polyester based urethanes 
to polyether based urethanes by the time of the Heiss 


By way of footnote, General states in its brief that Jefferson’s 
expert, Dr. Colburn, conceded the obviousness of the .Heiss inven- 
tion in view of the combination of Windemuth and Sokol. A read- 
ing of the record (424a-425a) will show' no sUch conces-sion Avas 
made. The District Court who heard the testimony of Dr. Colburn 
found Avith respect to Sokol: “It is true his patent calls for a 
propylrne oxide condensate, but it had nothing to do Avith the pro- 
duction of urethanes; . . (25a) 
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invention. Polypropylene oxide based uretlianes being- 
less subject to water sensitivity and crystallization 
than ethylene oxide based urethanes, rendered the 
former an advance in the art. Yet, since propylene is 
a homolog of ethylene, the question to be answered is 
whether it was not obvious on reading Windemuth to a 
person of ordinary skill in the art that the development 
of propylene oxide based urethane would folloAV as a 
next logical step. I find that the water resistant prop- 
erties of polyether propylene oxide based urethanes 
which give them the great connnercial superiority over 
polyether ethylene oxide based urethane would not 
have been obvious to one of ordinary skill in the art 
at the time of the Heiss application.” 

“Propylene glycols up to a molecular weight of 750 
are soluble in water. Thereafter, water solubility de- 
creases. To substitute propylene oxide condensate 
for an ethylene oxide condensate and thereby conquer 
the problem of water sensitivity, therefore, was not 
clear. A person of ordinary skill in the art at the time 
of the Price, Heiss experiments would, it seems to me, 
reach the conclusion that there was no distinction in 
reference to water sensitivity and hydrolysis between 
using ethylene and propylene.” (26a-27a) 

In support of its finding, tlie District Court relied on the 
admission by Dr. Price of the rmexpected properties of the 
Heiss invention and the fact that those most sldlled in the 
art failed to make the Heiss invention. The District Court 
stated : 

“In a speech, ‘How Chemists Create a New Product’, 
he gave on February 2, 19(51 published in the April, 
1961 issue of ‘The Chemist;’, at pages 131, 133, Dr. 
Price said: 

‘Wliile the claims [of the lYindemuth patent] 
cover all poly (alkylene oxides), the disclosure and 
examples mention only poly (ethylene oxide). 
These German chemists [Windemuth, Schnell and 
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Bayer] were working in a laboratory which led 
the world in developing polyester polyurethanes. 
In a patent filed over two years after our concep- 
tion and reduction to practice, they had clearly 
failed to recognize the significant advantages of 
the propylene oxide unit over the ethylene oxide 
unit in decreasing water sensitivity and crystal- 
lization.’ 

“If the significance of propylene oxide in this respect 
was not recognized by Bayer, Windemuth and Sclinell, 
who could hardly be classified as men of mere ‘ordi- 
nary skill,’ it is difficult for me to give credence to a 
contention that an ordinary journeyman would have 
understood that propylene oxide had these unexjpected 
qualities in 1950 and 1951.” (27a-28a) [footnote 
omitted] 

It was proper for the District Court to rely on superior 
properties or uses in considering tlie issue of obviousness. 
This is in accord with the prevailing law. See Commissioner 
of Patents v. Deutsche Gold-umcl-Silher-Scheideanstalt 
Vor'inais Boessler, 397 F.2d 656 (D.G. Ci 1968) ; In re 
Murch, 464 F.2d 1051 (C.C.P.A. 1972) ; In re Papesch, 315 
F.2d 381 (C.C.P.A. 1963) and cases cited therein. 

B. THE PRIOR ART OP BAYER AND HILL DOES 
NOT MAKE THE HEISS INVENTION OBVIOUS. 

The Bayer article is directed to early German work in 
the polyurethane field and r dates almost exclusively to 
making polyester urethanes by reacting (1) a polyesier 
condensate; with (2) diisocyanate. (PX-7B, 707a; 368a, 
380a, 441a-443a) There is no mention of polyether 
propylene oxide condensates. (143a-144a) Judge Carter 
found : 

“Dr. Bayer was, I gather, if not the father, one of 
the earlier inventive geniuses of the polyurethane in- 
dustry which had its beginnings in Germany in 1937 
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with the development of polyester based urethanes. 
Bayer’s great contribution was the teaching of a 
method of cross linldng by use of diisocyanates there- 
by rendering polyester based urethane products more 
durable. Foams and adliesives were made by this pro- 
cess. The problem was that pol 3 ’'ester urethanes were 
subject to destruction by hydrolysis. Moreover, diiso- 
cyanates, which were the most expensive ingredient, 
were required in large quantities and therefore the 
finished product was too costly for extensive commer- 
cial exploitation.” (22a-23a) 

The Hill patent is directed to making poljmrethanes by 
reacting (1) a polyei/ier dial condensate; with (2) diiso- 
cyanate. There is no mention of a ])olyet]ier trial or tetrol 
condensate which is needed for cross linlcing in the Heiss 
invention. (145a; 369,a-370a; 381a-383a) 

Judge Carter made the correct finding that; 

“. . . the Hill Patent cannot be considered prior 
art; although he utilized a propylene oxide conden- 
sate, he obtained cross linkage through an entirely dif- 
ferent process.” (25a) 

In its brief. General states : 

‘ ‘ ThuSj the only difference between the Heiss claims 
and Bayer is the use of propylene oxide backbone in 
the polyol. 

“The Hill patent (PX 9, 740a) supplies the missing 
link. It expressly teaches the use of the propylene 
oxide backbone in polyols for polyurethane reactions.” 

(p. 22) 

General misrepresents Bayer in alleging that the '’’only 
difference” from the Heiss claims is that Bayer does not 
disclose propylene oxide. This is far from correct. Bayer 
does not disclose any condensate of any allvjdene oxide 
(propylene or ethylene oxide) with any triol or tetrol. 
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General admits that Windemuth is a better reference 
than the Baj’^er article. (DX-AK, 1059a) Heiss’ propylene 
oxide condensate invention is even further removed from 
the Bayer article than it is from the Windemuth patent. 
Thus, there is much more than just a missing link between, 
the Bayer article and the Heiss invention. There is a huge 
gap. 

Hill does not fill the huge gap left by Bayer. Hill does 
not disclose a propylene oxide condensate of a triol or 
tetrol as required by the Heiss invention. 

In addition, it is obvious that the District Court con- 
sidered these references in combination. (22a, 25a) 

Thus, based on evidence, both oral and documentary, 
the District Coart concluded “. . . that the Heiss Patent 
meets the test of obviousness under 35 U.S.O. §103.” (28a) 
General has presented no showing that this conclusion is 
erroneous nor that the findings on which the conclusion is 
based were clearly erroneous. The findings are fully sup- 
ported by the evidence. 

C. THE CARTER-WALLACE CASE IS INAPPLI- 
CABLE.i* 

General would have this Court believe that the District 
Court erred in reljdng on the, disclosed superior properties 
exhibited by Heiss ’s propylene oxide based urethaues in 
concluding that the Heiss invention is not obvious. General 
relies on Carter-Wallace, Inc. v. OUe, 474 P.2d 529 (2d Cir. 
1972) cert, denied 412 U.S. 929 (1973) for tliis contention.^'' 


Jefferson is discussing Point I of General’s brief here because 
it is really part of General’s §103 defense. 

’■* General does not directly attack the sufficiency of the Heiss 
patent disclosure insofar as one skilled in the art could reproduce 
the invention. 
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At the trial of this case, Garter-W allace was called to the 
attention of the District Court by Counsel for General. 
Judge Carter stated that he had read Carter-W allace in 
preparation for the trial (Trial Transcript, p. 944) so he 
was well aware of Carter-W allace during trial and at the 
time of liis decision. 

Unlilve Garter-W allace the Heiss patent discloses nu- 
merous uses including the present commercially successful 
use for the claimed Heiss invention. Further, unlike 
Carter-W allace, the Heiss patent discloses the superior 
properties of the claimed Heiss invention. Based on the 
facts of this case, it is submitted that Carter-W allace is 
inapplicable and that the District Court’s opinion is fully 
supported, 

1. The Heiss Patent Specification Fully Complies 
with the Law. 

In its argmnent. General intimates a deficiency in the 
Heiss Patent specification with respect to the disclosure 
of tlie use of the Heiss invention. This is an attempt by 
General to read into Carter-W allace significant overtones 
of lack of disclosure within the meaning of 35 U.S.C. §112. 
All that the first paragraph of §112 requires is that; 

‘‘The specification shall contain a written descrip- 
tion of the invention, and of the manner and process 
of mailing and using it, in such fuU, clear, ccncise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same, and shall set 
forth tlie best mode contemplated by the inventor of 
carrying out his invention. ’ ’ 

The Heiss Patent specification includes everything that 
is necessary under §112, first paragraph, and General 
does not dispute this. The public has been apprised as 
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to how to use this invention. Dr. Mark, General’s expert 
witness, agreed that the Heiss patent fully discloses the 
beneficial uses of the Heiss invention. (138a) The Dis- 
trict Court, therefore, found that: 

“The patent in question involves processes for 
making various polyurethane products such as ad- 
hesives, sealants, protective coatings and foams. The 
process for making foams by reacting a condensate 
of propylene oxide and a polyol such as pentaerythri- 
tol having thi’ce to four hydroxyl grouj)s vuth an excess 
of diisocyanates, is the invention with which this con- 
troversy is concerned.” (16a) 

2. The District Court’s Approach Is Not Inconsistent 
with the Underlying Rationale of Carter-Wallace. 

Tills Court in Carter-Wallace reasoned that the purpose 
of the specification as required by the first paragraph of 
35 XJ.S.C. §112, was to give sometliing useful to the public 
after a patent expires and becomes part of the public do- 
main. That is, the specification is part of the consideration 
for the seventeen year monopoly. Thus, if a use or prop- 
erty made a composition of matter patentable, then that use 
or property should be included in the specification. Other- 
wise the public gains nothing. 

General would extend the holding of Carter-Wallace 
to not only require the recitation of a use or property but, 
in addition, require an explanation regarding Avhy the in- 
vention works better, i.e. the property’s superiority. Tliis 
is a clear departure from Carter-Wallace. 

In other words, the “how” is required by 35 XJ.S.C. §112 
but never in statute or case law has there been a require- 
ment of “why”. In fact, it is a ivell settled principle of 
patent laiv that an inventor does not have to understand 
Avhy his invention works the way it does. As this Court 
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stated in Standard Coil Products Co. v. General Electric 
Company, 306 F.2d 319, 323 {2d Cir. 1962) : 

“It is not necessary that an inventor understand all 
scientific principles mvolved in the device or process 
patented. General Motors Corp. v. Swan Uarburetor 
Co., 6 Cir. 88 F.2d 876, certiorari denied 302 U.S. 691, 
58 S.Ct. 49, 82 L.Ed. 534; Union Oil Co. of California 
V. American Bitmnuls Co., 9 Cir 109 F.2d 140 ; 2 Walk- 
er on Patents §253 (Deller Ed. 1937). Failure to dis- 
close or even grasp the full theoretical basis of an in- 
vention will not invalidate an otherwise valid patent 
if knowledge of such data is not necessary to the suc- 
cessful operation of the process or construction of the 
device. 

“For a patent to be valid, however, it must ade- 
quately disclose the invention which has been made. 
The test of whether diselbsure is adequate is an opera- 
tional one ; the description imist be of sufficient clarity 
so that one skilled in the art or science involved could 
make and use the invention. 35 U.S.C. §112; A. B. 
Dick Co. V. Barnett, 2 Cir. 288 F. 799. Thus a failure to 
set forth the correct electronic principles governing 
the operation of the interstage coupling Avould not in- 
validate Nelson’s patent if an ordinarily skilled tele- 
vision engineer could on the basis of the patent con- 
struct an operating cascode amplifier embodying Nel- 
son’s discovery.” 

Heiss, unlilie the inventor in C art er-W allace, paid his 
consideration for the privilege of a monopoly. Thus, 
Carter-W allace is inapplicable and the District Court was 
correct in holding the Heiss patent valid. 

3. The District Court Did Not Err as a Matter of 
Law in Finding that the Heiss Invention Was 
Not Obvious. 

As a matter of law, the District Court’s opinion is sup- 
portable on two independent grounds. One ground was 
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based on tlie fact that the Heiss patent was nnobvions with- 
out reference to any evidence regarding the superiority of 
the Heiss polyurethanes. The District Court found tliat the 
specific teachings of the most pertinent prior art (the Win- 
demuth patent) lead away from the Heiss invention be- 
I cause the Windemuth polyurethanes are water swellable 

while the Heiss polyurethanes are water resistant. The 
District Court said : 

“A person of ordinary skill in the art at the time of 
the Price, Heiss experiments would, it seems to me, 
reach the conclusion that tlaere was no distinction in 
reference to water sensitivity and hydrolysis between 
using ethylene and propylene.” (27a) 

The case of In re Lunsford 357 P. 2d 385 (C.C.P.A. 1966) 
is particularly in point. In Lunsford, the Patent Office had 
rejected claims directed to a compound which was an anti- 
spasmodic in the intestines. The prior art references dis- 
I close structurally similar compounds the closest of which 

was an antispasmodie in the stomach and duodenum that 
I was specifically noted to be ineffective as a lower intestinal 

antispasmodie. This evidence without more was con- 
sidered to be sufficient to .show patentability. Thus, e^d- 
dence showing the superiority of the compound was deemed 
unnecessary. The Court held : 

“Moreover, the record shows that this is not the 
type of case under 35 TJ.S.C. §103 where affidavits are 
needed. The prior art taught that tlie ethyl-piperidyl 
form of compound was , effective as an antispasmodie 
for the stomach and duodenmn. Appellant therefore 
did not; have to submit evidence that the potency of the 
claimed compounds was unexpectedly superior to the 
potency of the prior art compounds in the intestines. 
He was entitled to rely on the fact that the most spe- 
cific teachings cited liy the examiner, uncontradicted 
by the art of record, led away from what appellant 
claimed.” [footnote omitted]. (357 F.2d at 392) 
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The instant case is even stronger than Lunsford, Here 
Windemuth, purportedly speaking about sll al’vyl®^^ oxide 
condensates, led away from what Heiss claimed. More 
specifically, the Heiss patent specification states that the 
invention disclosed therein would be useful as “adhesives, 
protective coatings, components and insulating varnishes, 
impregnants for fibrous materials, . . . insulating and 
dielectric elements in transformers, capacitors, electric 
terminals or busliing, cables or other electric devices ...” 
(PX-1, 501a, Col, 1, lines 15-22) Who would want 
water soluble or swellable products of the type set 
forth in tlie Heiss patent specification! Accordingly, 
it is easy to see why one skilled in the art would be specifi- 
cally led away from the Heiss invention after reading 
the Windemuth patent. Therefore, under the law, it was 
unnecessary for Judge Carter to even consider the testi- 
mony as to the superiority of polyurethanes made from 
propylene oxide condensates. 

However, Judge Carter went even further and con- 
sidered a second ground for nonobviousness of the Heiss 
invention. He found the patent disclosed the uses of tlie 
Heiss polyurethanes and its water resistant property. 
(16a) Based on tliat finding, lie considered the evidence 
of superiority and concluded that superiority had been 
established and that the Heiss invention was also valid 
on that basis. Contrary to General’s contention, the law 
is clear tliat evidence of the superiority of a disclosed prop- 
ertj’^ can be relied upon. In re Zenitz, 333 P.2d 924 (C.C. 
P.A. 1964), and In re Khelghatian, 364 F.2d 870 (C.C.P.A. 
1966). 

Tliis is not a case where a use or property is not dis- 
closed as in Carter-Wallace. It is a case of whether or not 
evidence of superiority is admissible in arguing for patent- 
ability. The Court in Zenitz said it is : 
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“The present facts are to be distinguished from 
those in the several cases cited by the solicitor to sup- 
port the contention that appellant is not in a favor- 
able position to urge imdisclosed properties as a 
ground for establishing unobviousness. One of these 
cases, In re Herr, 304 F.2d 906, 907, 50 C.C.P.A. 705, 
involved certain testosterone derivatives. The aflSda- 
vit presented evidence of oral anabolic and androgenic 
activity. The specification was devoid, however, of 
any mention of such activity for the compounds and 
the sole utility disclosed in Herr’s specification was 
that the compounds were useful intermediates in the 
making of other compounds which had anabolic and 
androgenic activity. It is readily seen that if the dis- 
closure of Herr was followed the compoimds would 
be used as intermediates and no benefit from their 
anabolic and androgenic activity would flow from such 
use. Here, Zenitz disclosed a tranquilizer and sub- 
sequently established that if it is used as a tranqui- 
lizer it is a better one for it minimizes the side effects 
of hj’potensive activity. Therefore we think the lat- 
ter property must be considered in determining the 
patentabUity of the claimed compound.” 

The same distinction is applicable here. According 
to the only applicable law regarding disclosed properties, 
the District Court properly considered evidence of the 
Heiss superior water resistance exhibited by tlie Heiss 
poljTirethanes. 

Therefore, hased on either Lunsford or Zemts, tlie Dis- 
trict Court was correct, as a matter of law, in conch.ding 
that the Heiss patent is unobvious. 
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POINT V 

IT WAS IMPOSSIBLE FOR HEISS TO HAVE 
DERIVED HIS INVENTION FROM PRICE 

The fatal flaw in General’s argument is that prior to the 
issuance of the Price patent, tlie Heiss patent application 
had claims draw to allcylene oxide condensates wMcli 
cover propylene oxide condensates. (PX-2, 571a, 578a, 344a- 
346a) The specification discloses propylene oxide con- 
densates and always did from the beginning. 

The statement of the case shows that after the Price 
patent issued, Heiss copied Price’s claims to provoke an 
interference with Price. But Heiss had to do this in order 
to provoke an interference with the already issued Price 
Patent. Rule 205(a) of Rules of Practice for the United 
States Patent OflSce provides : 

“(a) Before an interference will be declared with 
a patent, the applicant must present in his application, 
copies of all the claims of the patent which also de- 
fine his invention and such claims must be patentable 
in the application. However, an interference may be 
declared after copying the claims excluding an im- 
material limitation or variation if such immaterial 
limitation or variation is not clearly supported in the 
application or if the applicant otherwise makes a satis- 
factory showing in justification thereof.” 

The reason why Jefferson chooses to make a separate point 
regarding Heiss’ alleged derivation of the invention from Price is 
that it has little to do with priority under 35 U.S.C. § 102(g). 
Instead derivation is defined in 35 U.S.C. §102 (f) which requires 
the inventor to be the original inventor. 
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Judge Carter recognized this Rule and found that Heiss 
did not derive from Price. 

“As I understand the procedure, Saunders and 
Heiss were asserting, by copying the Price claims, 
that the Price Patent and their application were to 
the same invention, and since their application had 
been filed before that of Dr. Price, that their applica- 
tion should be accorded priority; in effect, that the 
issuance of the Price Patent should be rescinded, and 
a patent issued to them.” (26a, n.6) 

The District Court saw through General’s argument for 
what it really is : an argument based on a vague nonexis- 
tent nonstatutory doctrine of late claiming. The District 
Court stated: 

“General argues that the Heiss claims were trig- 
gered by knowledge of the issuance of the Price pat- 
ent ; that the claims Avhich are in issue here were first 
made a part of the Heiss application on February 6, 
1959. Therefore, the nonstatutory doctrine of late 
claiming is urged as rendering the patent invalid and/ 
or as entitling the claims to date only from the time 
when they were added to the application (February 
6, 1959), rather than the date the application was 
filed. The rules of the Patent Office provide for ‘can- 
celling particular claims’ and ‘presenting new claims’ 
(Patent Office Rule 119). These claims, when allowed, 
take the original filing date of the application, even 
where there has been an intervening public use liefore 
the amendment has been made. See Goats Loaders S - 
Stackers, hic. v. Henderson, 233 P.2d 915, 924 (6th 
Cir. 1956); King-Seeley Thermos Go. v. Refrigerated- 
Dispensers, Inc., 354 P.2d 533 539 (10th Cir. 1965). 
Moreover, the law seems settled, in the absence of 
some countervailing showing not made here, that the 
effective date of the claims of the continuous applica- 
tions are those of the original application. General’s 
argument in this regard is, therefore, rejected. ’ ’ [foot- 
notes omitted] (30a-31a) 
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As long as an applicant complies with tlie Patent Laws re- 
garding when an amendment to the claims can he made, 
tliere is notliing wrong. Overland Motor Go. v. Packard - 
Motor Car Co., 274 U.S. 417, 423-4 (1927). See also 
United States v. American Bell Telephone Go., 167 U.S. 
224 (1897) ; Muncic Gear Works, In-c. v. Outboard Marine 
& Mfg. Co., 315 U.S. 759 (1942). 

There has been no showing by General that the Heiss ap- 
plication was prosecuted in any manner except by the 
dictates of the Patent Laws and the Patent Office Rules. 
Accordingly, the District Court’s findings regarding deri- 
vation from Price are fully supported by the evidence and 
correct. 

POINT VI 

THE PLASTICIZER IS NOT AN ESSENTIAL 
COMPONENT OF THE HEISS INVENTION 

The Heiss Patent does not require a plasticizer and both 
Judge Carter and the Patent Office recognized this. In 
fact, in this regard, Judge Carter called attention to the 
long and careful prosecution before the Patent Office. (20a, 
22a n.ll) This Appeal constitutes the third time General 
has raised this particular issue. No tribunal has agreed 
with General so far. There is no evidence to support a 
contrary result here. 

A. HEISS SEPARATELY PATENTED A THREE 
COMPONENT PLASTICIZER INVENTION. 

General argues that Heiss must have thought the plasti- 
cizer, i.e., the three component system was important be- 
cause he obtained foreign patents claiming the system 
based on the U.S. application. Of course, this was im- 
portant— Heiss obtained a United States Patent’** cover- 


United States Letters Patent No. 3,143,517. (306a, 308a) 
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ing his three component system. But this has no relevance 
to the instant case. ‘All this shows is that Heiss thought 
Ms three component system was also an invention. 

B. HEISS ALWAYS KNEW THE SIGNIFICANCE OF 
A PLASTICIZER. 

General’s position that Heiss never invented the two- 
component system of the Heiss patent claims is untenable. 
Chemists commonly conduct chemical reactions in the 
presence of a solvent. (80a, 123a, 134a, 191a, 194a-195a, 
207a) A plasticizer is a solvent which is merely an inert 
ingredient which does not take part in a chemical reaction. 
(71a, 123a-124a; 134a, 189a-194a, 237a-238a, 295a-296a, 
382a-383a) . 

Prior to his reduction to practice of the propylene oxide 
condensate polyurethanes, Heiss already had considerable 
experience in making the two component system with other 
materials including the "Windemuth materials. Heiss had 
also worked with plasticizers in those other materials. 
Heiss loiew what the role of the plasticizer was and he 
knew tliat it had no effect on the. reaction. (296a) His 
purpose in reacting the propylene oxide condensates in 
the presence of Aroclor was to solidify the Aroclor plasti- 
cizer, and that he did on September 22, 1952. (294a-296a)” 

Obviously, the third component is unnecessary and can 
be omitted. General realizes this but nonetheless attempts 
to make this Court believe otherwise. 


Before Heiss reacted a propylene oxide condensate in the pres- 
ence of a plasticizer, he reduced his invention to practice in a ben- 
zene solution (not a plasticizer) in order to make an adhesive. 
(DX-AC, 979a; 294a) General contends this experiment was a 
failure because the adhesive solidified. However, Heiss’ adhesive 
was not a failure and there is no evidence in the record to support 
General’s contention. Many adhesives solidify and. in fact, they 
function as adhesives because they do solidify. 
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0. THE HEISS SPECIFICATION ALWAYS STATED 
THAT THE INVENTION DID NOT REQUIRE A 
PLASTICIZER. 

In the Heiss specification it is clearly stated that the 
use of a plasticizer is merely optional. (PX-1, 502a, Col. 

3, lines 68-75 ; 382a-386a) The Examiuer had decided this 
very issue against General in the Price v. Heiss interfer- 5 

ence when he denied the motion to dissolve. 

“A reading of the Heiss specification clearly indi- 
*■ cates that die plasticizer need not he present when the 
polyurethane adduct is actually formed. The use of a 
plasticizer is considered not critical. For example, at 
page 7, lines 1 to 7, Heiss states that the polyurethane 
adducts may he preformed and then added to the non- 
reactive organic liquid (plasticizer) At page 18, lines 
17 to 22 it is stated that the polyurethane is desirably 
prepared in the presencve of a nonreactive organic 
plasticizer. A desired use is considered not to be 
critical. Obviously the plasticizer is not essential to 
the reaction of the condensation product and the isocy- 
anate. Furthermore, as pointed out by Heiss, the 
counts of the interference and the claims of the Price 
patent are open claims — they do not exclude the use 
of a plasticizer. It should be noted, also, that when 
Price reacts the diisocyanate with the condensate, said 
reaction is carried out in the presence of a high boiling 
non-reactive organic solvent, which is not removed at 
the termination of the reaction.” (DX-J, 924a-925a)^®- 

The District Court agreed. (20a) 


General’s prior position with respect to its Price patent belies 
its present position on Heiss regarding the essentiality of a plasticiz- 
er. In the Price patent, General sought and obtained two component 
claims based on a specifivcation wlrich disclosed only one working 
example of the claimed reaction and that example contained a plas- 
ticizer, i.e. a three component system. (DX-A, 839a; 133a-134a, 
226a, 240a-24]a) 
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D, THE PROSECUTION HISTORY SHOWS THAT 
HEISS NEVER ABANDONED PURSUING HIS 
TWO COMPONENT INVENTION. 

General’s argument would almost make one believe that 
it has not read the prosecution history of the Heiss patent 
application. As explained here in the Statement of the 
Case, the original claims of the Heiss application covered 
tlie two component system. With tlie exception of a short 
hiatus (March 1957 to January 1958) Heiss always had 
two component claims in Ms application. (PX-2, 507a-552, 
569a-673a, 344a-346a) Jefferson -will treat General’s points 
seriatim. 

First, General alludes to written comments made by Dr. 
Saunders relating to the patentability of the Heiss patent 
application claims at the time when Heiss’ and Saunders’ 
joint invention was stUl being claimed. Saunders’ com- 
ments relate only to the patentability of broad claims which 
were later removed from the case. The claims now in 
issue are not the claims to which Saunders referred. Saund- 
ers is not a patent lawyer and not an expert on patenta- 
bility and is not an inventor in the Heiss patent. Thus, any 
comments made by Saunders are of no moment. 

Second, with respect to the quote talcen from a response 
to the Office Action dated October 7, 1954, General misrep- 
resents what the quote conveys. This quote has no rele- 
vance to the two component Heiss patent claims. 

Third, in the response to the Office Action of March 12, 
1957, Heiss’ attorney was arguing that, in the three compo- 
nent plasticizer claims then present in the case, the plasti- 
cizer must be added to the reactant before the reaction be- 
tween the other two components takes place, i.e., before the 
polyurethane solidifies. The plasticizer cannot be added 
after the reaction because it cannot be mixed with the al- 
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ready solidified polyiiretliane. In short, Heiss ’ attorney was 
arguing with respect to the patentability of the three eom- 
ponent claims— not tlie, two component claims. (PX-2, 560a) 

Finally, General quotes from one portion of tlie response 
dated January 27, 1958. (PX-2, 583a) However, General 
fails to quote another portion of the same response relat- 
ing to the two component aikylene oxide claims tlien pend- 
ing: 

“Claims 35 and 36 are directed to a polyurethane 
prepared from the condensation product of an allcylene 
oxide and an organic trihydroxy compound and an 
excess of isocyanate or thioisocyanate. This product 
is disclosed as a preferred embodiment in several 
of the working examples and elsewhere in the speci- 
fication. Claims 53 and 54 cover the process of making 
the product.” [Emphasis added] (PX-2, 587a) 

E. THE LAW DOES NOT REQUIRE THE HEISS PAT- 
ENT CLAIMS TO INCLUDE PLASTICIZER. 

I 

The plasticizer is not required for the. reaction disclosed 
iu the Heiss patent and the law does not require it to be 
present in the claims because it is merely optional. A. 8. 
Boyle Co. v. Siegal Hardware d Paint Co., 26 P.Supp. 217 
(D. Mass. 1938). 

General cited Wilcox Mfg. Co. v. Eastern Gas <& Fuel 
Associates, 400 P.2d 960 (4th Cir. 1968), cert, denied 393 
U.S. 1051 (1969) as authority for holding the Heiss patent 
invalid under 35 U.S.C. §112. The case is inapposite be- 
cause unlilte tlie Heiss patent, the patentee! in Wilcox stated 
in his specification tliat the “reciprocation” v/as essential. 
Thus, the specification in Wilcox did not support the claims. 
In the present case, the Heiss patent clearly states that 
the use of the plasticizer is optional. 
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U. S. Industrial Chemicals Go., Inc. v. Carbide S Carbon 
Chemicals Corp., 315 U.S. 668 (1942), is also inapplicable 
to the present facts. In U.S. Industrial Chemicals, the 
Court stated: 

“Various options or alternatives are mentioned in 
the specifications, hut nowhere in them, or in the 
claims, is the introduction of water treated as option- 
al or permissive. The District Court made no finding 
directed to this fact, but the court below definitely 
holds, and we agree, that, in the process defined in the 
original patent, the voluntary introduction of water 
into the reaction chamber is mandatory." (315 U.S. 
at 673) 

Unlike U.S. Industrial Chemicals, the Heiss patent states 
that the plasticizer is optional and the District Court made 
findings in accordance ■'jfith tliis fact. (20a) In addition, 
the inventor in U.S. Industrial Chemicals attempted to 
broaden his invention whereas Heiss kept on narrowing his 
two component invention. 

POINT VII 

THERE IS NOTHING IN THE RECORD TO 
REMOTELY SUPPORT GENERAL’S REQUEST 
FOR ATTORNEY’S PEES 

There are no findings by the District Court on which 
this Court could base an award of attorneys’ fees in favor 
of General. The points General raises in support of its 
request for attorney’s fees are nothing more tlian un- 
founded self-serving assertions without any basis whatso- 
ever in the record. General’s points will be discussed 
seriatim. 

1. With respect to the plasticizer issue, see Part VI, 
supra, of this brief and the District Court’s opinion at p. 
20a. 
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2. Heiss copied the claims from the Price patent not 
the invention. In any event Heiss scrupulciisly followed 
the Patent laws and the Patent Office Rules. See Part V, 
supra, of this brief and the District Court’s opinion at pp. 
30a-31a. 

3. The statement by General that the argument Heiss’ 
patent attorney made Avas consciously misleading is false. 
There is a clear finding by Judge Carter against General 
on this point: 

“Plaintiff argues that since alkylene oxide includes 
both ethylene and propylene the Heiss argument dur- 
ing the prosecution of his application that Windemuth 
disclosed only ethylene oxide misled the examiner, and 
therefore, the patent ought to be invalidated. That 
argument has no merit. A patent may be invalidated 
or its validity undermined if the applicant misleads 
the Patent Office, see, e.g., Monsanto Company v. Rohm 
and Haas, 312, F. Supp. 778 (E.D. Pa. 1970) aff'd 456 
F.2d 592 (3rd Cir.), cert, denied, 407 U.S. 934 (1972). 
The yardstick, however, is whether the patentee has 
failed to give the Patent Office some vital information 
in connection with his application or has provided in- 
formation in respect thereto which is erroneous or 
false. Nothing of that sort occurred in this instance. 
Heiss argued that Windemuth disclosed only ethylene 
oxide. The examiner had the Windemuth Patent be- 
fore him ; he knew, as an expert, that technically alky- 
lene oxide embraced propylene, as well as ethylene 
oxide, but read the patent as in reality disclosing only 
ethylene oxide. He was not misled or misinformed; 
the examiner merely agreed with Heiss’ contentions.” 
(24a, n. 13) 
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CONCLUSION 

For the reasons set forth, the judgment of the District 
Court should be affirmed. 
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